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DETAILED ACTION 

Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Drawings 

The drawings were received on 01/04/06 (Figs. 22 and 31). These drawings are 
acceptable. 

Specification 

The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: 

There is no mention in the spec of a "computer-readable recording medium" as claimed 
in claims 14 and 15. 
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Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 10-19 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non- statutory subject matter. 

Claims 10-19 are generally directed to an abstract idea or mathematical algorithm (§101 
judicial exception). For claims including such excluded subject matter to be eligible, the claim 
must be for a practical application of the abstract idea. Diehr , 450 U.S. at 187, 209 USPQ at 8; 
Benson . 409 U.S. at 71, 175 USPQ at 676. 

To satisfy section 101 requirements, the claim must be for a practical application of the 
§101 judicial exception, which can be identified in various ways: (1) The claimed invention 
"transforms" an article or physical object to a different state or thing, or (2) The claimed 
invention otherwise produces a useful, concrete and tangible result. 

Practical Application by Physical Transformation 

In the present case, claims 10-19 do not "transform" an article or physical object to a 
different state or thing. 

Practical Application That Produces a Useful, Concrete, and Tangible Result 
For eligibility analysis, physical transformation "is not an invariable requirement, but 
merely one example of how a mathematical algorithm [or law of nature] may bring about a 
useful application." AT&T . 172 F.3d at 1358-59, 50 USPQ2d at 1452. In determining whether 
the claim is for a "practical application", the focus is not on whether the steps taken to achieve a 
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particular result are useful, tangible and concrete, but rather that the final result achieved by the 
claimed invention is "useful, tangible and concrete". 

Claims 10-19 are directed to "determining a region from a process-dividing position to 
one end of a work model as a first process region; and determining a region from the process- 
dividing position to the other end of the work model as a second process region". This claimed 
subject matter lacks a practical application of a judicial exception (law of nature, abstract idea, 
naturally occurring article/phenomenon) since it fails to produce a useful, concrete and tangible 
result. 

Specifically, the claimed subject matter of does not produce a tangible result because the 
claimed subject matter fails to produce a result that is limited to having real world value rather 
than a result that may be interpreted to be abstract in nature as, for example, a thought, a 
computation, or manipulated data. More specifically, the claimed subject matter of these claims 
provides for "determining a region from a process-dividing position to one end of a work model 
as a first process region; and determining a region from the process-dividing position to the other 
end of the work model as a second process region". This produced result remains in the abstract 
and, thus, fails to achieve the required status of having real world value. 

Where the final result is what has been determined, calculated, selected, decided, 
adjusted, etc. without using what has been determined, calculated, selected, decided, adjusted, 
etc. in a disclosed practical application, then a tangible result has not been achieved. 
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Claims 16-19 are additionally rejected under 35 U.S.C. 101 for being directed to 
functional descriptive material. 

Regarding claims 16-19, although the claims are directed to a "device", all of the claimed 
"units" could reasonably be interpreted by one of ordinary skill, in light of the disclosure, to be 
software, such that the "device" is software, per se, not tangibly embodied on a computer- 
readable medium. For example, see original claim 5. 

So, claims 16-19 can be interpreted as being directed to functional descriptive material: 
"data structure" representing descriptive material per se or computer programs representing 
computer listings per se. 

Data structures not claimed as embodied in computer-readable media are descriptive 
material per se and are not statutory because they are not capable of causing functional change in 
the computer. See, e.g., Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1760 (claim to a data 
structure per se held nonstatutory). Such claimed data structures do not define any structural and 
functional interrelationships between the data structure and other claimed aspects of the 
invention which permit the data structure's functionality to be realized. In contrast, a claimed 
computer-readable medium encoded with a data structure defines structural and functional 
interrelationships between the data structure and the computer software and hardware 
components which permit the data structure's functionality to be realized, and is thus statutory. 

Similarly, computer programs claimed as computer listings per se, i.e., the descriptions or 
expressions of the programs, are not physical "things." They are neither computer components 
nor statutory processes, as they are not "acts" being performed. Such claimed computer 
programs do not define any structural and functional interrelationships between the computer 
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program and other claimed elements of a computer which permit the computer program's 
functionality to be realized. In contrast, a claimed computer-readable medium encoded with a 
computer program is a computer element which defines structural and functional 
interrelationships between the computer program and the rest of the computer which permit the 
computer program's functionality to be realized, and is thus statutory. See Lowry, 32 F.3d at 
1583-84, 32 USPQ2d at 1035. Accordingly, it is important to distinguish claims that define 
descriptive material per se from claims that define statutory inventions. 
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Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 10-19 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Independent claims 10, 13-16, and 19 are each directed to a "creating a program for 
controlling a numerical control unit based on the division of the machining area". Yet the claims 
themselves do not recite that any program is actually created or that any numerical control unit is 
actually controlled, much less based on the division of the machining area. Therefore, the claim 
is not accurate and complete under § 112, 2 nd paragraph, since the claim does not constitute or 
accomplish the preamble. 

Claims 11, 12, 17, and 18 depend from the above claims and incorporate the same 
deficiencies. 

It is noted that, in light of the above rejections, the claims have not been rejected on the 
basis of prior art since where there is a great deal of confusion and uncertainty as to the proper 
interpretation of the limitations of a claim, it would not be proper to reject such a claim on the 
basis of prior art. As stated in In re Steele, 305 F.2d 859, 134 USPQ 292 (CCPA 1962), a 
rejection under 35 U.S.C. 103 should not be based on considerable speculation about the 
meaning of terms employed in a claim or assumptions that must be made as to the scope of the 
claims. 



Application/Control Number: 10/563,317 Page 8 

Art Unit: 2121 

Election/Restrictions 

Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not 
so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to elect a 
single invention to which the claims must be restricted. 

Group I, claim(s) 10-12, 14, and 16-18, drawn to a first process including calculating a 
volume of the machining area; and a second process including calculating a process-dividing 
position that evenly divides the calculated volume of the machining area in a direction of a 
turning axis as a process-dividing position indicating a boundary between the first process region 
and the second process region. 

Group II, claim(s) 13, 15, and 19, drawn to calculating a distance obtained by adding a 
predetermined length to a chucking allowance of a jig model at a first process; and calculating a 
position away from one end of the work model by the calculated distance in a direction of a 
turning axis as a process-dividing position indicating a boundary between the first process region 
and the second process region. 

The inventions listed as Groups I and II do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special 
technical features for the following reasons: 

Although Groups I and II share the technical features of "determining a region from a 
process-dividing position to one end of a work model as a first process region; and determining a 
region from the process-dividing position to the other end of the work model as a second process 
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region", these technical features are not "special" as evidenced by the prior art cited in the 
international search report. See for example JP 05-104396 ("dividing an outer diametral process 
part as well as an inner diametral process part into process parts for first process and for second 
process"). 

Applicant is advised that the reply to this requirement to be complete must include (i) an 
election of a species or invention to be examined even though the requirement may be traversed 
(37 CFR 1.143) and (ii) identification of the claims encompassing the elected invention. 

The election of an invention or species may be made with or without traverse. To 
preserve a right to petition, the election must be made with traverse. If the reply does not 
distinctly and specifically point out supposed errors in the restriction requirement, the election 
shall be treated as an election without traverse. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ryan A. Jarrett whose telephone number is (571) 272-3742. The 
examiner can normally be reached on 10:00-6:30 M-F. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ryan A. Jarrett/ 

Primary Examiner, Art Unit 2121 

04/14/08 



